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35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 19 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The recited "use of is non-statutory subject 
matter and "method of using" is suggested instead. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 13 and 19 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Applicant failed to describe the chemical 
nature of the recited "Ascinin ® Anitiskin VP 242" of claim 1 3 and the nature of "hybrid" 
of claim 19 adequately. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The recited "further known components known from alkyd resin chemistry" in 
claim 1 is indefinite absent particular component(s) since the metes and bounds of the 
coverage sought by applicant is unclear. 

The recited "component a) contains in claim 7 is confusing and indefinite since 
the component a) in claim 1 is a polymer, not a combination of monomers. 

The recited "technical solvent" in claim 1 and "other typical varnish solvents" in 

claim 11 are indefinite absent further limitation. The recited "modifier" in claims 7 

and 16 and "modified" in claim 15 is indefinite absent further limitation. 

Claim 13 contains the trademark/trade name Ascinin ® Anitiskin VP 242. Where 
a trademark or trade name is used in a claim as a limitation to identify or describe a 
particular material or product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 
1 982). The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is 
used to identify a source of goods, and not the goods themselves. Thus, a trademark or 
trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to identify/describe 
antiskinning agent and, accordingly, the identification/description is indefinite. Also, the 
nature of said Ascinin ® Anitiskin VP 242 is indefinite. 
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The recited modifier in claims 15-18 improperly broadens scope of claim 1 and 
thus it is indefinite since no modification is recited for the component a) of claim 1 . 

The abbreviated "SMD" in claim 19 is indefinite and a full name is needed. Also, 
the nature of the "hybrid" claim 19 is indefinite. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3-6, 10, 11 and 15 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over JP 50069193 A. 

JP teaches a coating composition comprising an alkyd resin, solvents and alkyl 
titanate in English abstract. Said alkyd resin is the reaction product of tris(2- 
hydroxyethyl)isocyanate (THEIC), linseed oil fatty acid and naphthalene-2,6- 
dimethyldicarboxylate (NDC). Examples 3 and 4 in table 2 of JP appear to contain 
additional acid. 

Thus, the invention lacks novelty. 
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Claims 1, 3-6, 8-11 and 15 are rejected under 35 U.S.C. 103(a) as obvious over 
JP 500691 93 A. 

The instant invention further recites different amounts of the reactants for the 
alkyd resin over JP. 

However, it would have been obvious to one skilled in the art at the time of 
invention to modify amounts of the reactants in JP since table 2 of JP teaches utilization 
of different amounts and since the modification of amounts of reactants in order to 
obtain different molecular structure and molecular weight thereof is a considered a 
routine practice in the polymer chemistry absent showing otherwise. 

Claims 1-7, 10, 1 1 , 15, 16 and 19 are rejected under 35 U.S.C. 103(a) as 
obvious over JP 500691 93 A in view of Schink et al (US 5,854,334).. 

The instant invention further recites utilization of additional polyols (claim 2) and 
phthalic acids (claim 3, in case the examples 3 and 4 of JP show different acids) and 
coating of wires over JP. However, utilization of additional polyols and phthalic acids in 
a reaction with THEIC and NDC for obtaining an alkyd resin and coating wires thereof is 
well known as taught by Schink et al, col. 3 and examples. Said additional polyols and 
phthalic acids would meet the modifier of claims 7 and 16. 

Thus, it would have been obvious to one skilled in the art at the time of invention 
to utilize the art well known polyols or phthalic acids of Schink et al in JP in order to 
obtain different molecular structure and molecular weight thereof and coating wires 
thereof since utilization of additional monomers in order to obtain different molecular 
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structure and molecular weight thereof is a considered a routine practice in the polymer 
chemistry and since JP teach a good electrical resistance which is one of the properties 
required by wire coating absent showing otherwise. 

Claims 1, 3-6 and 10-16 are rejected under 35 U.S.C. 103(a) as obvious over JP 
50069193 A in view Rao et al (US 4,983,716). 

The instant invention further recites other siccative and antiskinning agents and 
employing additives over JP. However, utilization of the instant siccative and 
antiskinning agents and other additives in an alkyd coating is well known as taught by 
Raoet al, col. 5, line 63 to col. 6, line 57 and examples. With respect to instant claim 16, 
rheology modifiers at col. 5, line 67 would meet the modifier of said claim 16 absent 
further limitation. 

Thus, it would have been obvious to one skilled in the art at the time of invention 
to utilize the art well known siccative and antiskinning agents and/or other additives of 
Rao et al in JP since utilization of such siccative and antiskinning agents and additives 
in an alkyd coating is a routine practice in the art absent showing otherwise. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H. Yoon whose telephone number is (571) 272- 
1 128. The examiner can normally be reached on Mon-Fri. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571) 272-1114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Tae H Yoon/ 
Primary Examiner 
Art Unit 1796 

THY/July 20, 2009 



